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This is a decision on the petition under 37 CFR 1.102, filed January 12, 2006 and resubmitted on 
January 17, 2006, to make the above-identified application special as set forth in M.P.E.P. § 708.02. 

The petition is DISMISSED. 

The Office is unable to review the instant petition on its merits because the petition fails to identify 
on what grounds the petitioner is requesting to make special under 37 CFR 1.102 (b), (c) or (d), 
which includes sections I-XII under MPEP 708.02. The conditions set forth in MPEP 708.02 include 
categories: (i) Manufacture, (II) Infringement, (III) Health, (IV) Age, (V) Environmental Quality, 
(VI) Energy, (VII) Recombinant DNA, (VIII) Accelerated Examination, (IX) Superconductivity, (X) 
HTV7AIDS and Cancer, (XI) Countering Terrorism, and (XII) Biotechnology filed by Small Entities. 
Petitions to make special are accorded to applications meeting the requirements outlined in one of 
the categories as set forth in MPEP 708.02. Therefore, the petition is dismissed. 

Further correspondence with respect to this matter should be addressed as follows: 

By Mail: Mail Stop PETITION 

Commissioner for Patents 
P. O. Box 1450 
Alexandria, VA 22313-1450 

By hand: U. S. Patent and Trademark Office 

Customer Service Window, Mail Stop Petitions 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 



By FAX: 



(571) 273-8300 
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Telephone inquiries concerning this decision should be directed to Wan Laymon at 571-272-3220. 

All other inquiries concerning either the examination or status of the application should be 
directed to the Technology Center. 

This matter is being referred to Technology Center AU 2655 for action in its regular turn. 

Amelia Au 
Petitions Examiner 
Office of Petitions 

Enclosure: MPEP 708.02 
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(C) Applications for reissues, particularly those 
involved in stayed litigation (37 CFR 1.176). 

(D) Applications remanded by an appellate tribu- 
nal for further action. 

(E) An application, once taken up for action by an 
examiner according to its effective filing date, should 
be treated as special by an examiner, art unit or Tech- 
nology Center to which it may subsequently be trans- 
ferred; exemplary situations include new cases 
transferred as the result of a telephone election and 
cases transferred as the result of a timely reply to any 
official action. 

(F) Applications which appear to interfere with 
other applications previously considered and found to 
be allowable, or which will be placed in interference 
with an unexpired patent or patents. 

(G) Applications ready for allowance, or ready 
for allowance except as to formal matters. 

(H) Applications which are in condition for final 
rejection. 

(I) Applications pending more than 5 years, 
including those which, by relation to a prior United 
States application, have an effective pendency of 
more than 5 years. See MPEP § 707.02. 

(J) Reexamination proceedings, MPEP § 2261 
>and § 266 K. 

See also MPEP § 714.13, § 1207 and § 1309. 
708.02 Petition To Make Special [R-3] 

37 CFR 1. 102. Advancement of examination. 

(a) Applications will not be advanced out of turn for exami- 
nation or for further action except as provided by this part, or 
upon order of the Director to expedite the business of the Office, 
or upon riling of a request under paragraph (b) of this section or 
upon filing a petition under paragraphs (c) or (d) of this section 
with a showing which, in the opinion of the Director, will justify 
so advancing it.< 

(b) Applications wherein the inventions are deemed of pecu- 
liar importance to some branch of the public service and the head 
of some department of the Government requests immediate action 
for that reason, may be advanced for examination. 

**> 

(c) A petition to make an application special may be filed 
without a fee if the basis for the petition is: 

( 1) The applicant's age or health; or 

(2) That the invention will materially: 

(i) Enhance the quality of the environment, 

(ii) Contribute to the development or conservation of 
energy resources; or 

(iii) Contribute to countering terrorisms 



(d) A petition to make an application special on grounds 
other than those referred to in paragraph (c) of this section must be 
accompanied by the fee set forth in § 1. 17(h). 

New applications ordinarily are taken up for exami- 
nation in the order of their effective United States fil- 
ing dates. Certain exceptions are made by way of 
petitions to make special, which may be granted under 
the conditions set forth below.>Any statement in sup- 
port of a petition to make special must be based on a 
good faith belief that the invention in fact qualifies for 
special status. See 37 CFR 1.56 and 10.18.< 

I. MANUFACTURE 

An application may be made special on the ground 
of prospective manufacture upon the filing of a peti- 
tion accompanied by the fee under 37 CFR 1.17(h) 
and a statement by the applicant, assignee or an attor- 
ney/agent registered to practice before the Office 
alleging: 

(A) The possession by the prospective manufac- 
turer of sufficient presently available capital (stating 
approximately the amount) and facilities (stating 
briefly the nature thereof) to manufacture the inven- 
tion in quantity or that sufficient capital and facilities 
will be made available if a patent is granted; 

If the prospective manufacturer is an individual, 
there must be a corroborating statement from some 
responsible party, as for example, an officer of a bank, 
showing that said individual has the required avail- 
able capital to manufacture; 

(B) That the prospective manufacturer will not 
manufacture, or will not increase present manufac- 
ture, unless certain that the patent will be granted; 

(C) That the prospective manufacturer obligates 
himself, herself or itself, to manufacture the inven- 
tion, in Ihe United States or its possessions, in quan- 
tity immediately upon the allowance of claims or 
issuance of a patent which will protect the investment 
of capital and facilities; and 

(D) That the applicant or assignee has made or 
caused to be made a careful and thorough search of 
the prior art, or has a good knowledge of the pertinent 
prior art. 

Applicant must provide one copy of each of the ref- 
erences deemed most closely related to the subject 
matter encompassed by the claims if said references 
are not already of record. 
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II. INFRINGEMENT 

Subject to a requirement for a further showing as 
may be necessitated by the facts of a particular case, 
an application may be made special because of actual 
infringement (but not for prospective infringement) 
upon payment of the fee under 37 CFR 1.17(h) and 
the filing of a petition accompanied by a statement by 
the applicant, assignee, or an attorney/agent registered 
to practice before the Office alleging: 

(A) That there is an infringing device or product 
actually on the market or method in use; 

(B) That a rigid comparison of the alleged 
infringing device, product, or method with the claims 
of the application has been made, and that, in his or 
her opinion, some of the claims are unquestionably 
infringed; and 

(C) That he or she has made or caused to be made 
a careful and thorough search of the prior art or has a 
good knowledge of the pertinent prior art 

Applicant must provide one copy of each of the ref- 
erences deemed most closely related to the subject 
matter encompassed by the claims if said references 
are not already of record. 

Models or specimens of the infringing product or 
that of the application should not be submitted unless 
requested. 

IH. APPLICANT'S HEALTH 

An application may be made special upon a petition 
by applicant accompanied by any evidence showing 
that the state of health of the applicant is such that he 
or she might not be available to assist in the prosecu- 
tion of the application if it were to run its normal 
course, such as a doctor's certificate or other medical 
certificate. No fee is required for such a petition. See 
37 CFR 1.102(c). 

>Personal/medical information submitted as evi- 
dence to support the petition will be available to the 
public if the application file and contents are available 
to the public pursuant to 37 CFR 1.11 or 1.14. If 
applicant does not wish to have this information 
become part of the application file record, the infor- 
mation must be submitted pursuant to MPEP § 
724.02.< 



IV. APPLICANT'S AGE 

An application may be made special upon filing a 
petition including any evidence showing that the 
applicant is 65 years of age, or more, such as a birth 
certificate or applicant's statement No fee is required 
with such a petition. See 37 CFR 1 . 1 02(c). 

>Personal/medical information submitted as evi- 
dence to support the petition will be available to the 
public if the application file and contents are available 
to the public pursuant to 37 CFR 1.11 or 1.14. If 
applicant does not wish to have this information 
become part of the application file record, the infor- 
mation must be submitted pursuant to MPEP § 
724.02.< 

V. ENVIRONMENTAL QUALITY 

The U.S. Patent and Trademark Office will accord 
"special" status to all patent applications for inven- 
tions which materially enhance the quality of the 
environment of mankind by contributing to the resto- 
ration or maintenance of the basic life-sustaining nat- 
ural elements, i.e., air, water, and soil. 

All applicants desiring to participate in this pro- 
gram should petition that their applications be 
accorded "special" status. **>The petition under 37 
CFR 1.102 must state that special status is sought 
because the invention materially enhances the quality 
of the environment of mankind by contributing to the 
restoration or maintenance of the basic life-sustaining 
natural elements.< No fee is required for such a peti- 
tion. See 37 CFR 1.102(c). >If the application disclo- 
sure is not clear on its face that the claimed invention 
materially enhances the quality of the environment by 
contributing to the restoration or maintenance of one 
of the basic life-sustaining natural elements, the peti- 
tion must be accompanied by a statement under 37 
CFR 1.102 by the applicant, assignee, or an attorney/ 
agent registered to practice before the Office explain- 
ing how the materiality standard is met. The material- 
ity standard does not permit an applicant to speculate 
as to how a hypothetical end-user might specially 
apply the invention in a manner that could materially 
enhance the quality of the environment Nor does 
such standard permit an applicant to enjoy the benefit 
of advanced examination merely because some minor 
aspect of the claimed invention may enhance the qual- 
ity of the environments 
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VI. ENERGY 

The U.S. Patent and Trademark Office will, on peti- 
tion, accord "special" status to all patent applications 
for inventions which materially contribute to (A) the 
discovery or development of energy resources, or (B) 
the more efficient utilization and conservation of 
energy resources. Examples of inventions in category 

(A) would be developments in fossil fuels (natural 
gas, coal, and petroleum), hydrogen fuel technologies, 
nuclear energy, solar energy, etc. Category (B) would 
include inventions relating to the reduction of energy 
consumption in combustion systems, industrial equip- 
ment, household appliances, etc. 

All applicants desiring to participate in this pro- 
gram should petition that their applications be 
accorded "special" status. **>The petition under 37 
CFR 1.102 must state that special status is sought 
because the invention materially contributes to cate- 
gory (A) or (B) set forth above.< No fee is required 
for such a petition, 37 CFR 1.102(c).>If the applica- 
tion disclosure is not clear on its face that the claimed 
invention materially contributes to category (A) or 

(B) , the petition must be accompanied by a statement 
under 37 CFR 1.102 by the applicant, assignee, or an 
attorney/agent registered to practice before the Office 
explaining how the materiality standard is met. The 
materiality standard does not permit an applicant to 
speculate as to how a hypothetical end-user might 
specially apply the invention in a manner that could 
materially contribute to category (A) or (B). Nor does 
such standard permit an applicant to enjoy the benefit 
of advanced examination merely because some minor 
aspect of the claimed invention may be directed to 
category (A) or (B).< 

VIL INVENTIONS RELATING TO RECOMBI- 
NANT DNA 

In recent years revolutionary genetic research has 
been conducted involving recombinant deoxyribonu- 
cleic acid ("recombinant DNA"). Recombinant DNA 
research appears to have extraordinary potential bene- 
fit for mankind. It has been suggested, for example, 
that research in this field might lead to ways of con- 
trolling or treating cancer and hereditary defects. The 
technology also has possible applications in agricul- 
ture and industry. It has been likened in importance to 
the discovery of nuclear fission and fusion. At the 
same time, concern has been expressed over the safety 



of this type of research. The National Institutes of 
Health (NIH) has released guidelines for the 
conduct of research concerning recombinant 
DNA. These "Guidelines for Research Involving 
Recombination DNA Molecules," were published in 
the Federal Register of July 7, 1976, 41 FR 27902- 
27943. NIH is sponsoring experimental work to iden- 
tify possible hazards and safety practices and proce- 
dures. 

In view of the exceptional importance of recombi- 
nant DNA and the desirability of prompt disclosure of 
developments in the field, the U.S. Patent and Trade- 
mark Office will accord "special" status to patent 
applications relating to safety of research in the field 
of recombinant DNA. Upon appropriate petition and 
payment of the fee under 37 CFR 1.17(h), the Office 
will make special patent applications for inventions 
relating to safety of research in the field of recombi- 
nant DNA. Petitions for special status should be 
accompanied by statements under 37 CFR 1.102 by 
the applicant, assignee, or statements by an attorney/ 
agent registered to practice before the Office explain- 
ing the relationship of the invention to safety of 
research in the field of recombinant DNA research. 
The fee set forth under 37 CFR 1. 17(h) must also be 
paid. 

VIII. SPECIAL EXAMINING PROCEDURE FOR 
CERTAIN NEW APPLICATIONS — AC- 
CELERATED EXAMINATION 

A new application (one which has not received any 
examination by the examiner) may be granted special 
status provided that applicant (and this term includes 
applicant's attorney or agent) complies with each of 
the following items: 

(A) Submits a petition to make special accompa- 
nied by the fee set forth in 37 CFR 1 .17(h); 

(B) Presents all claims directed to a single inven- 
tion, or if the Office determines that all the claims pre- 
sented are not obviously directed to a single 
invention, will make an election without traverse as a 
prerequisite to the grant of special status. 

The election may be made by applicant at the time 
of filing the petition for special status. Should appli- 
cant fail to include an election with the original papers 
or petition and the Office determines that a require- 
ment should be made, the established telephone 
restriction practice will be followed. 
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If otherwise proper, examination on the merits 
will proceed on claims drawn to the elected invention. 

If applicant refuses to make an election without 
traverse, the application will not be further examined 
at that time. The petition will be denied on the ground 
that the claims are not directed to a single invention, 
and the application will await action in its regular 
turn. 

Divisional applications directed to the nonelected 
inventions will not automatically be given special sta- 
tus based on papers filed with the petition in the par- 
ent application. Each such application must meet on 
its own all requirements for the new special status; 

(C) Submits a statement(s) that a pre-examination 
search was made, listing the field of search by class 
and subclass, publication, Chemical Abstracts, for- 
eign patents, etc. The pre-examination search must be 
directed to the invention as claimed in the application 
for which special status is requested. A search made 
by a foreign patent office satisfies this requirement if 
the claims in the corresponding foreign application 
are of the same or similar scope to the claims in the 
U.S. application for which special status is requested; 

(D) Submits one copy each of the references 
deemed most closely related to the subject matter 
encompassed by the claims if said references are not 
already of record; and 

(E) Submits a detailed discussion of the refer- 
ences, which discussion points out, with the particu- 
larity required by 37 CFR 1.111 (b) and (c), how the 
claimed subject matter is patentable over the refer- 
ences. 

In those instances where the request for this special 
status does not meet all the prerequisites set forth 
above, applicant will be notified and the defects in the 
request will be stated. The application will remain in 
the status of a new application awaiting action in its 
regular turn. In those instances where a request is 
defective in one or more respects, applicant will be 
given one opportunity to perfect the request in a 
renewed petition to make special. If perfected, the 
request will then be granted. If not perfected in the 
first renewed petition, any additional renewed peti- 
tions to make special may or may not be considered at 
the discretion of the Technology Center (TC) Special 
Program Examiner. 

Once a request has been granted, prosecution will 
proceed according to the procedure set forth below; 



there is no provision for "withdrawal" from this spe- 
cial status. 

The special examining procedure of VIII (acceler- 
ated examination) involves the following procedures: 

(A) The new application, having been granted 
special status as a result of compliance with the 
requirements set out above will be taken up by the 
examiner before all other categories of applications 
except those clearly in condition for allowance and 
those with set time limits, such as examiner's answers, 
etc., and will be given a complete first action which 
will include all essential matters of merit as to all 
claims. The examiner's search will be restricted to the 
subject matter encompassed by the claims. A first 
action rejection will set a 3 -month shortened period 
for reply. 

(B) During the 3-month period for reply, appli- 
cant is encouraged to arrange for an interview with 
the examiner in order to resolve, with finality, as 
many issues as possible. In order to afford the exam- 
iner time for reflective consideration before the inter- 
view, applicant or his or her representative should 
cause to be placed in the hands of the examiner at 
least one working day prior to the interview, a copy 
(clearly denoted as such) of the amendment that he or 
she proposes to file in response to the examiner's 
action. Such a paper will not become a part of the file, 
but will form a basis for discussion at the interview. 

(C) Subsequent to the interview, or responsive to 
the examiner's first action if no interview was had, 
applicant will file the ''record" reply. The reply at this 
stage, to be proper, must be restricted to the rejections, 
objections, and requirements made. Any amendment 
which would require broadening the search field will 
be treated as an improper reply. 

(D) The examiner will, within 1 month from the 
date of receipt of applicant's formal reply, take up the 
application for final disposition. This disposition will 
constitute either a final action which terminates with 
the setting of a 3 -month period for Teply, or a notice of 
allowance. The examiner's reply to any amendment 
submitted after final rejection should be prompt and 
by way of form FTOL-303, by passing the application 
to issue, or by an examiner's answer should applicant 
choose to file an appeal brief at this time. The use of 
these forms is not intended to open the door to further 
prosecution. Of course, where relatively minor issues 
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or deficiencies might be easily resolved, the examiner 
may use the telephone to inform the applicant of such. 

(E) A personal interview after a final Office 
action will not be permitted unless requested by the 
examiner. However, telephonic interviews will be per- 
mitted where appropriate for the purpose of correcting 
any minor outstanding matters. 

After allowance, these applications are given top 
priority for printing. See MPEP § 1309. 

IX. SPECIAL STATUS FOR PATENT APPLI- 
CATIONS RELATING TO SUPERCON- 
DUCTIVITY 

In accordance with the President's mandate direct- 
ing the U.S. Patent and Trademark Office to acceler- 
ate the processing of patent applications and 
adjudication of disputes involving superconductivity 
technologies when requested by the applicant to do 
so, the U.S. Patent and Trademark Office will, on 
request, accord "special" status to all patent applica- 
tions for inventions involving superconductivity 
materials. Examples of such inventions would include 
those directed to superconductive materials them- 
selves as well as to their manufacture and application. 
In order that the U.S. Patent and Trademark Office 
may implement this procedure, we invite all appli- 
cants desiring to participate in this program to request 
that their applications be accorded "special" status. 
Such requests should be accompanied by a statement 
under 37 CFR 1 . 1 02 that the invention involves super- 
conductive materials. No fee is required. 

X. INVENTIONS RELATING TO HIV/AIDS 
AND CANCER 

In view of the importance of developing treatments 
and cures for HIV/AIDS and cancer and the desirabil- 
ity of prompt disclosure of advances made in these 
fields, the U.S. Patent and Trademark Office will 
accord "special" status to patent applications relating 
to HIV/AIDS and cancer. 

Applicants who desire that an application relating 
to HIV/ AIDS or cancer be made special should file a 
petition and the fee under 37 CFR 1.17(h) requesting 
the U.S. Patent and Trademark Office to make the 
application special. The petition for special status 
should be accompanied by a statement explaining 



how the invention contributes to the diagnosis, treat- 
ment or prevention of HIV/AIDS or cancer. 

XI. INVENTIONS FOR COUNTERING TER- 
RORISM 

In view of the importance of developing technolo- 
gies for countering terrorism and the desirability of 
prompt disclosure of advances made in these fields, 
the U.S. Patent and Trademark Office will accord 
"special" status to patent applications **>for inven- 
tions which materially contribute to countering terror- 
ism<. 

International terrorism as defined in 18 U.S.C. 
2331 includes "activities that - (A) involve violent 
acts or acts dangerous to human life that are a viola- 
tion of the criminal laws of the United States or of any 
State, or that would be a criminal violation if commit- 
ted within the jurisdiction of the United States or of 
any State; [and] (B) appear to be intended - (i) to 
intimidate or coerce a civilian population; (ii) to influ- 
ence the policy of a government by intimidation or 
coercion; or (iii) to affect the conduct of a government 
by assassination or kidnapping..." The types of tech- 
nology for countering terrorism could include, but are 
not limited to, systems for detecting/identifying 
explosives, aircraft sensors/security systems, and 
vehicular barricades/disabling systems. 

**>A11 applicants desiring to participate in this pro- 
gram should petition that their applications be 
accorded special status. The petition under 37 CFR 
1.102 must state that special status is sought because 
the invention materially contributes to countering ter- 
rorism. No fee is required for such a petition. See 37 
CFR 1. 102(c). If the application disclosure is not clear 
on its face that the claimed invention is materially 
directed to countering terrorism, the petition must be 
accompanied by a statement under 37 CFR 1.102 by 
the applicant, assignee, or an attorney/agent registered 
to practice before the Office explaining how the 
invention materiality contributes to countering terror- 
ism The materiality standard does not permit an 
applicant to speculate as to how a hypothetical end- 
user might specially apply the invention in a manner 
that could counter terrorism Nor does such standard 
permit an applicant to enjoy the benefit of advanced 
examination merely because some minor aspect of the 
claimed invention may be directed to countering ter- 
rorism^ 
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XII. SPECIAL STATUS FOR APPLICATIONS 
RELATING TO BIOTECHNOLOGY FILED 
BY APPLICANTS WHO ARE SMALL EN- 
TITIES 

Applicants who are small entities may request that 
their biotechnology applications be granted "special" 
status. Applicant must file a petition with the petition 
fee under 37 CFR 1.17(h) requesting the special sta- 
tus and must: 

(A) state that small entity status has been estab- 
lished or include a statement establishing small entity 
status; 

(B) state that the subject of the patent application 
is a major asset of the small entity; and 

(C) state that the development of the technology 
will be significantly impaired if examination of the 
patent application is delayed, including an explana- 
tion of the basis for making the statement. 

FORMAL REQUIREMENTS OF PETITION TO 
MAKE SPECIAL 

Any petition to make special should: 

(A) be in writing; and 

(B) identify the application by application num- 
ber and filing date. 

HANDLING OF PETITIONS TO MAKE SPE- 
CIAL 

Applications which have been made special will be 
advanced out of turn for examination and will con- 
tinue to be treated as special throughout the entire 
prosecution in the Office. 

Each petition to make special, regardless of the 
ground upon which the petition is based and the 
nature of the decision, is made of record in the appli- 
cation file, together with the decision thereon. The 
part of the Office that rules on a petition is responsible 
for properly entering that petition and the resulting 
decision in the file record. The petition, with any 
attached papers and supporting affidavits, will be 
given a single paper number and so entered in the 
"Contents" of the file. The decision will be accorded a 
separate paper number and similarly entered. To 
ensure entries in the "Contents" in proper order, the 
technical support staff in the TC will make certain that 
all papers prior to a petition have been entered and/or 



listed in the application file before forwarding it for 
consideration of the petition. Note MPEP § 1002.02 
(s). For Image File Wrapper (IFW) processing, see 
IFW Manual. 

Petitions to make special are decided by the Special 
Program Examiner of the TC to which the application 
is assigned. 

708.03 Examiner Tenders Resignation 
[R-2] 

Whenever an examiner tenders his or her resigna- 
tion, the supervisory patent examiner should see 
that the remaining time as far as possible is used in 
winding up the old complicated cases or those with 
involved records and getting as many of his or her 
amended cases as possible ready for final disposition. 

If the examiner has considerable experience in his 
or her particular art, it is also advantageous to the 
Office if he or she indicates (in pencil) in the file 
wrappers of application in his or her docket, the field 
of search or other pertinent data that he or she consid- 
ers appropriate. >For Image File Wrapper (IFW) pro- 
cessing, see IFW Manual.< 

709 Suspension of Action [R-3] 

37 CFR 1.103. Suspension of action by the Office. 

(a) Suspension for cause. On request of the applicant, the 
Office may grant a suspension of action by the Office under this 
paragraph for good and sufficient cause. The Office will not sus- 
pend action if a reply by applicant to an Office action is outstand- 
ing. Any petition for suspension of action under this paragraph 
must specify a period of suspension not exceeding six months. 
Any petition for suspension of action under this paragraph must 
also include: 

(1) A showing of good and sufficient cause for suspen- 
sion of action; and 

**> 

(2) The fee set forth in § 1. 17(g), unless such cause is the 
fault of the Office. < 

(b) Limited suspension of action in a continued prosecution 
application (CPA) filed under § 1.53(d). On request of the appli- 
cant, the Office may grant a suspension of action by the Office 
under this paragraph in a continued prosecution application filed 
under § 1.53(d) for a period not exceeding three months. Any 
request for suspension of action under this paragraph must be filed 
with the request for an application filed under § 1.53(d), specify 
the period of suspension, and include the processing fee set forth 
in§ 1.17(i). 

(c) Limited suspension of action after a request for contin- 
ued application (RCE) under § 1.114. On request of the applicant, 
the Office may grant a suspension of action by the Office under 
this paragraph after the filing of a request for continued examina- 
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